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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on July 31 , 2001 , 
wherein claims 1-19 are currently pending. 

Information Disclosure Statement 

2. The information disclosure statements (IDSs) submitted on January 7, 2002, 
March 7, 2003, April 9, 2003, and August 23, 2004 are being considered by the 
examiner. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The wherein clause states: wherein the user enters information into the server 
system using the select elements the information corresponding to the relation between 
the displayed citation information and the displayed identifiers. 

This language is unclear. The Examiner is not able to discern what the applicant 
is trying to claim in this statement. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-12, 14, and 16-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Porcari (US 2001/0037460). 
Referring to Claim 1 : 

Porcari discloses a computer implemented method of processing documents 
received on a server system comprising: 

storing a plurality of first electronic documents on the server system, the 
plurality of first electronic documents containing reference information to be disclosed to 
a patent office [0058]; 

receiving a second electronic document on the server system, the second 
electronic document including citation information for one or more prior art reference 
documents [0056]; 

displaying the citation information in the second electronic document to a user 
of a client system in a first display section [0056-0058]; and 

displaying a plurality of identifiers and one or more input select elements in a 
second display section, each of the plurality identifiers corresponding to one of the 
plurality of first electronic documents [0058], 
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wherein the user enters information into the server system using the input select 
elements, the information corresponding to the relation between the displayed citation 
information and the displayed plurality of identifiers [0056-0058]. 

Referring to Claim 2 

Porcari discloses wherein the displayed citation information includes one or more 
references submitted to a patent office and an indication of whether or not each 
reference was considered by the patent office, and the information entered by the user 
indicates whether or not each of the plurality of identifiers corresponding to the first 
electronic documents were considered by the patent office [0056-0058]. 

Referring to Claim 3: 

Porcari discloses wherein displaying the citation information includes displaying 
an image file of a form received from a patent office [0056]. 
Referring to Claims 4-5: 

Porcari discloses wherein the form is a notice of references cited [0056]. 
Referring to Claim 6: 

Porcari disclose wherein displaying a plurality of identifiers comprises displaying 
a plurality of patent numbers associated with a case [0056-0058]. 
Referring to Claim 7: 

Porcari discloses wherein identifiers are United States Patent numbers [0058]. 
Referring to Claim 8. 

Porcari discloses wherein identifiers are foreign patent numbers [0058]. 



Application/Control Number: 09/9 1 9,768 Page 5 

Art Unit: 3629 

Referring to Claim 9: 

Porcari disclose wherein identifiers are serial numbers of patent publications. 
Referring to Claim 10: 

Porcari discloses wherein displaying a plurality of identifiers comprises displaying 
a plurality of publication titles [0058]. 
Referring to Claim 11: 

Porcari disclose wherein the identifiers are links to the electronic documents 
[0056-0058]. 

Referring to Claim 14: 

Porcari discloses wherein the displayed citation information includes one or more 
references. 

Referring to Claim 16: 

Porcari discloses wherein an electronic document is received by electronic mail 
[0029] [0033]. 

Referring to Claim 17: 

Porcari discloses wherein at least one of the plurality of first electronic 
documents on the server system is an electronic version of a United States Patent 
{0056-0058]. 

Referring to Claim 18: 

Porcari discloses herein at least one of the plurality of first electronic documents 
on the server system is an electronic version of a foreign patent document [0056]. 
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Referring to Claim 19: 

Porcari discloses wherein at least one of the plurality of first electronic 
documents on the server system is an electronic version of a publication [0058]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Porcari. 

Referring to Claim 12-13: 

Porcari discloses an approval log which indicates that approval has been 
obtained from each co-inventor as to a document (Figure 3 (126) and [0015] [0033]. 

Porcari does not disclose wherein the input select elements include a yes check 
box and a no check box pair for each of the plurality of identifiers, and wherein when the 
yes check box is mouse clicked by the user, the information indicates that the identifier 
corresponding to the yes check box has been considered by a patent office, and when 
the no check box is mouse clicked by the user, the information indicates that the 
identifier corresponding to the no check box has not been considered by the patent 
office. 
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However, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to include a check box for approving whether a document has been 
reviewed or considered as a means for docket management. 

6. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Porcari 
as applied to claim 14 above, and further in view of Rivette et al (US 2003/0046307) 
(hereinafter referred to as Rivette). 
Referring to Claim 15: 

Porcari discloses the method set forth in claim 14. 

Porcari does not disclose wherein the input select element is an electronic add 
button, and in accordance with mouse clicking the electronic add button, the information 
is entered by loading an electronic document from an external source. 

However, Rivette discloses wherein the input select element is an electronic add 
button, and in accordance with mouse clicking the electronic add button, the information 
is entered by loading an electronic document from an external source [0292] [0396] 
[1192-1193]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the information disclosure statement method of Porcari the 
ability to add a document as disclosed in Rivette so as to be able to automatically and 
simultaneously correlate multiple patents. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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